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- The MAILING DATE of this communlca^on appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of tinne may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply, be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication, 
- Failure to reply within the set or extended period for reply vyill, by statute, cause the application to beoome ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 03 October 2006 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) 4 and 5 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) l:3ancL6:23 is/are rejected. 

Claim(s) ; is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) G The specification is objected to by the Examiner. 

10)P The drawing(s) filed on is/are: a)n. accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) Is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .n Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Infbnnation Disclosure Statement(s) (PTO/SB/08) 

Paper No(syMail Date . 



4) D Interview Summary (PTO-413) 

Paper No(s)/Mall Date. . 

5) O Notice of Informal Patent Application 

6) □ Other: . 
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PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper NoVMail Date 20061013 



DETAILED ACTION 

Applicant's election of group II and species of figure 7 in the reply filed on 
October, 3, 2006 is acknowledged. Because applicant did not distinctly and specifically 
point out the supposed errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 818.03(a)). Furthermore, applicant has 
failed to provide a listing of all claims readable thereon. As a result, the examiner has 
selected claim 13 to read upon species of figure 7. A phone call was made to the 
applicant on October 26, 2006 to confirm claim 13 as the claim readable upon species 
of figure 7. 

* 

Information Disclosure Statement 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Specification 

Claims 3, 7-17, 1.9-23 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim should refer to other claims in the alternative 
only and cannot depend from any other multiple dependent claim. See MPEP 
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§ 608.01 (n). Accordingly, the claims stated above have not been further treated on the 
merits. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 2, and 3 are rejected as failing to define the invention in the manner 
required by 35 U.S.C. 112, second paragraph. 

Regarding claim 1, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Furthermore, the claim(s) are narrative in fomn and replete with indefinite and 
functional or operational language. For instance, the statements of intended use ("for 
con-ecting retinal detachment", "for scleral band indentation... region") have been 
carefully considered but deemed not to impose any structural limitations on the claims 
patentably distinguishable over the prior art device below, which is capable of being 
used as claimed if one desires to do so. The structure which goes to make up the 
device must be clearly and positively specified. The structure must be organized and 
correlated In such a manner as to present a complete operative device. Furthermore, 
the term "steps of, "by" must be removed if claims 2 and 3 are apparatus claims. Note 
the format of the claims in other US patent(s). 



4 
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Claim Rejections - 35 USC § 103 

4 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claims 1, 2, 6, and 18 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Dailey (US-6547714) in view 
of Johnson (US-4575373). 

Regarding claims 1 , 2, 6, and 18 Dailey discloses an apparatus for correcting 
retinal detachment, a specifically designed encircling scleral band (col,4, line 61) with a 
snap-on custom made buckle (fig.1, 106). 

Dailey does not disclose the process of heat shrinking. Rather, Dailey teaches a 
product that appears to be the same as, or an obvious variant of, the product set forth in 
a product-by-process claim although produced by a different process. 

However, Johnson teaches altering lens placed in the eye by heat shrinking, by 
an electrically heated hot tip instrument (laser probe). This would provide the apparent 
advantage of an efficient, safe, and selective means of altering an intraocular material 
(col.5, lines 10-14). Therefore, it would have been obvious to a person of ordinary skill 
in the art at the time of the invention to modify the scleral band and buckle disclosed by 
Dailey to be heat shrunk as taught by Johnson. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Calabria et al ("Sutureless scleral buckling". Archives of 
Ophthalmology, 83: issue 5, 613-8 (1970)) discloses a scleral band and buckle; Berry et 
al (US-5779696) and Hood et al (US- 5749871) disclose a means of heat shrinking 
specifically for the eye. 

An examination of this application reveals that applicant is unfamiliar with patent 
prosecution procedure. While an inventor may prosecute the application, lack of skill in 
this field usually acts as a liability in affording the maximum protection for the invention 
disclosed. Applicant is advised to secure the services of a registered patent attorney or 
agent to prosecute the application, since the value of a patent is largely dependent upon 
skilled preparation and prosecution. The Office cannot aid in selecting an attorney or 
agent. 

A listing of registered patent attomeys and agents is available on the USPTO 

« 

Internet web site http://www.uspto.gov in the Site Index under "Attorney and Agent 
Roster." Applicants may also obtain a list of registered patent attorneys and agents 
located in their area by writing to the Mail Stop OED, Director of the U. S. Patent and 
Trademark Office, PO Box 1450, Alexandria, VA 22313-1450 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pavitra Kotini whose telephone number is 571-272- 
0624. The examiner can normally be reached on M-F 8:30am to 6:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen^isor, Anhtuan Nguyen can be reached on 571-272-4963. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Pavitra Kotini 
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